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DETAILED ACTION 

Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions 
which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this 
action, to elect a single invention to which the claims must be restricted. 

Groups I- VIII, claim(s) 2-4, drawn to a method for identifying herbicides comprising 
utilizing a 2-methyl-6-solanylbenzoquinone methyltransferase; wherein the method 
utilizes a nucleic acid sequence that is defined by its relationship to a specified 
sequence; wherein the specified sequence for groups I- VIII is SEQ ID NO: 1-8, 
respectively. If one of the amino acid sequences (SEQ ID NO: 2, 4, 6, or 8) is 
encoded by one of the nucleic acid sequences (SEQ ID NO:i, 3, 5, or 7), then the 
Applicant should disclose this, and these two will be rejoined. 
CLAIM 1 LINKS THE INVENTIONS OF GROUPS I-VIII 

Groups IX-XV, claim(s) 5, 7-9, 19, 29, 30, and 35, drawn to an isolated nucleic acid 
sequence that is defined by its relationship to a specified sequence! wherein the 
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specified sequence for groups IX-XV is SEQ ID NO:i and 3-8, respectively. If one of 
the amino acid sequences (SEQ ID NO: 4, 6, or 8) is encoded by one of the nucleic 
acid sequences (SEQ ID NO:i, 3, 5, or 7), then the Applicant should disclose this, 
and these two will be rejoined. 

Groups XVI-XXII, claim(s) 6, drawn to a polypeptide with 2-methyl-6- 
solanylbenzoquinone methyltransferase activity wherein the polypeptide is encoded 
by a nucleic acid defined by its relationship to a specified sequence! wherein the 
specified sequence for groups XVI-XXII is SEQ ID NO:i and 3-8, respectively. If 
one of the amino acid sequences (SEQ ID NO: 4, 6, or 8) is encoded by one of the 
nucleic acid sequences (SEQ ID NO:i, 3, 5, or 7), then the Applicant should disclose 
this, and these two will be rejoined. 

Groups XXIII-XXX, claim(s) 11-16, drawn to a method for identifying herbicidally 
active substances that utilizes a polypeptide with 2-methyl-6-solanylbenzoquinone 
methyltransferase activity wherein the polypeptide is encoded by a nucleic acid 
defined by its relationship to a specified sequence; wherein the specified sequence 
for groups XXIII-XXX is SEQ ID NO: 1-8, respectively. If one of the amino acid 
sequences (SEQ ID NO: 2, 4, 6, or 8) is encoded by one of the nucleic acid sequences 
(SEQ ID NO:i, 3, 5, or 7), then the Applicant should disclose this, and these two will 
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be rejoined. Claims directed to a non-elected sequence will be withdrawn from 
consideration. 

CLAIMS 10, 18, AND 20 LINK THE INVENTIONS OF GROUPS XIII-XXX 

Group XXXI, claim(s) 21 and 22, drawn to an herbicidally active compound. 

Group XXXII, claim(s) 23, drawn to a process for the preparation of an agrochemical 
composition. 

Group XXXIII, claim(s) 24, drawn to a method for controlling undesired vegetation. 

Groups XXXIV and XXXV, claim(s) 25 and 26, drawn to a method for generating 
nucleic acid sequences which encode 2-methyl-6-solanylbenzoquinone 
methyltransferase, wherein the sequence is defined by its relationship to a specified 
sequence; wherein the specified sequence for group XXXIV is SEQ ID NO:3 and the 
specified sequence for group XXXV is SEQ ID NO:4. If SEQ ID NO:3 encodes SEQ 
ID NO: 4, then the restriction between groups XXXIV and XXXV will be withdrawn. 

Groups XXXVI-XLIII, claim(s) 27 (in part), drawn to a method for generating 
transgenic plants by overexpressing a nucleic acid that is defined by its relationship 
to a specified sequence; wherein the specified sequence for groups XXXVI-XLIII is 
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SEQ ID NO:i-8, respectively. If one of the amino acid sequences (SEQ ID NO: 2, 4, 
6, or 8) is encoded by one of the nucleic acid sequences (SEQ ID NO:i, 3, 5, or 7), 
then the Applicant should disclose this, and these two will be rejoined. It is noted 
that claim 27 recites "resistant to substances according to claim 20" and claim 20 
does not have any substances. The Examiner believes this is a typographical error, 
and claim 27 should probably depend from claim 21. The Applicant is advised to 
amend the claim to be properly dependent if they elect one of these inventions. 

Groups XLIV-LI, claim(s) 28, drawn to a transgenic plant generation by a method 
for generating transgenic plants by overexpressing a nucleic acid that is defined by 
its relationship to a specified sequence; wherein the specified sequence for groups 
XLIV-LI is SEQ ID NO:i-8, respectively. If one of the amino acid sequences (SEQ 
ID NO: 2, 4, 6, or 8) is encoded by one of the nucleic acid sequences (SEQ ID NO:i, 
3, 5, or 7), then the Applicant should disclose this, and these two will be rejoined. It 
is noted that claim 27 recites "resistant to substances according to claim 20" and 
claim 20 does not have any substances. The Examiner believes this is a 
typographical error, and claim 27 should probably depend from claim 21. The 
Applicant is advised to amend the claim to be properly dependent if they elect one of 
these inventions. 
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Groups LII-LVIII, claim(s) 32 (in part), drawn to a method for identifying growth- 
regulatory substance that utilizes a support having a nucleic acid molecule defined 
by its relationship to a specified sequence; wherein the specified sequence for groups 
LII-LVIII is SEQ ID NO:i and 3-8, respectively. If one of the amino acid sequences 
(SEQ ID NO: 4, 6, or 8) is encoded by one of the nucleic acid sequences (SEQ ID 
NO:i, 3, 5, or 7), then the Applicant should disclose this, and these two will be 
rejoined. 

CLAIMS 17 AND 31 LINK THE INVENTIONS OF GROUPS LII-LVIII 

Group LIX, claim(s) 33, drawn to a process for the preparation of an agrochemical 
composition. 

Group LX, claim(s) 34, drawn to a method for controlling undesired vegetation 
and/or for regulating the growth of plants. 

2. Claim 1 links the inventions of groups I- VIII. Claims 10, 18, and 20 link the 
inventions of groups XIILXXX. Claims 17 and 31 link the inventions of groups LII- 
LVIII. The restriction requirement between the linked inventions is subject to the 
nonallowance of the linking claims. Upon the allowance of the linking claims, the 
restriction requirement as to the linked inventions shall be withdrawn and any 
claims depending from or otherwise including all the limitations of the allowable 
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linking claims will be entitled to examination in the instant application. Applicants 
are advised that if any such claims depending from or including all the limitations 
of the allowable linking claims are presented in a continuation or divisional 
application, the claims of the continuation or divisional application may be subject 
to provisional statutory and/or nonstatutory double patenting rejections over the 
claims of the instant applications. Where a restriction requirement is withdrawn, 
the provisions of 35 U.S.C. 121 are no longer applicable. In re Ziegler, 44 F.2d 1211, 
1215, 170 USPQ 129, 131-32 (CCPA 1971). See also MPEP 804.01. 

3. The inventions listed as Groups I-LX do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the 
same or corresponding special technical features for the following reasons: 

The technical feature linking groups I-LX is a polypeptide having 2-methyl-6- 
solanylbenzoquinone methyltransferase or a nucleic acid encoding such a 
polypeptide or a compound with herbicidal or growth regulatory activity that is a 
substrate for a 2-methyl-6-solanylbenzoquinone methyltransferase. However, in the 
prior art (GenBank Accession AB054257; published on June 4, 2003), Motohashi et 
al. teach a nucleic acid with 100% identity to the instant SEQ ID NO:3 (see 
alignment appended to this Office Action); and this nucleic acid inherently encodes 
a polypeptide with 2-methyl-6-solanylbenzoquinone methyltransferase activity. 
Therefore, the technical feature linking the inventions of groups TLX does not 
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constitute a special technical feature as defined by PCT Rule 13.2 as it does not 
define a contribution over the prior art. 

Accordingly, Groups I-LX are not so linked by the same or a corresponding 
special technical feature as to form a single general inventive concept. 

4. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. 
To preserve a right to petition, the election must be made with traverse. If the reply 
does not distinctly and specifically point out supposed errors in the restriction 
requirement, the election shall be treated as an election without traverse. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if 
one or more of the currently named inventors is no longer an inventor of at least one 
claim remaining in the application. Any amendment of inventorship must be 
accompanied by a request under 37 CFR 1.48(b) and by the fee required under 37 
CFR 1.17(0. 
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6. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or 
otherwise require all the limitations of the allowable product claim will be 
considered for rejoinder. All claims directed to a nonelected process invention must 
require all the limitations of an allowable product claim for that process invention 
to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. 
Thus, to be allowable, the rejoined claims must meet all criteria for patentability 
including the requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to 
the elected product are found allowable, an otherwise proper restriction 
requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable 
product claim will not be rejoined. See MPEP § 821.04(b). Additionally, in order to 
retain the right to rejoinder in accordance with the above policy, applicant is 
advised that the process claims should be amended during prosecution to require 
the limitations of the product claims. Failure to do so may result in a loss of the 
right to rejoinder. Further, note that the prohibition against double patenting 
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rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01. 
7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to CATHY K. WORLEY whose telephone number is 
(571)272-8784. The examiner can normally be reached on M-F 10:00 - 4:00, with 
additional variable hours before 10:00 and after 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. 
The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 

only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 

Should you have questions on access to the Private PAIR system, contact the 

Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 

assistance from a USPTO Customer Service Representative or access to the 

automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 

272-1000. 

/Cathy K. Worley/ 

Primary Examiner, Art Unit 1638 
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APPENDIX - SEQUENCE ALIGNMENT WITH SEQ ID NO: 3 



1017 bp mRNA linear PLN 14-FEB- 



RESULT 3 
AB054257 

LOCUS AB054257 
2004 

DEFINITION Arabidopsis thaliana mRNA for APG1, complete cds . 
AB054257 

AB054257.1 GI:15005008 



ACCESSION 
VERSION 
KEYWORDS 
SOURCE 



Arabidopsis thaliana (thale cress) 
ORGANISM Arabidopsis thaliana 

Eukaryota; Viridiplantae; Streptophyta; Embryophyta; 
Tracheophyta; 

Spermatophyta; Magnoliophyta; eudicotyledons ; core 
eudicotyledons ; 

rosids; eurosids II; Brassicales; Brassicaceae; Arabidopsis. 
REFERENCE 1 

AUTHORS Motohashi, R. , Ito,T., Kobayashi , M . , Taji,T., Nagata,N., Asami,T., 
Yoshida,S., Yamaguchi-Shinozaki , K . and Shinozaki,K. 

TITLE Functional analysis of the 37 kDa inner envelope membrane 

polypeptide in chloroplast biogenesis using a Ds-tagged 

Arabidopsis 

pale-green mutant 
JOURNAL Plant J. 34 (5), 719-731 (2003) 
PUBMED 12787252 
REFERENCE 2 (bases 1 to 1017) 

AUTHORS Motohashi, R. and Shinozaki,K. 
TITLE Direct Submission 

JOURNAL Submitted (16-JAN-2001) Reiko Motohashi, RIKEN Genomic Sciences 
Center, Plant Functional Genomics Research Group; 3-1-1 koyadai, 
Tsukuba, Ibaraki 305-0074, Japan (E- 
mail : motohasi@rtc . riken . go . jp, 



FEATURES 

source 



gene 
CDS 



Tel: 81-2 98-36-4359, Fax:81-298-36-9060) 
Location/Qualifiers 
1. .1017 

/organism= "Arabidopsis thaliana" 
/mol_type=" mRNA " 
/db_xref="taxon:37 02" 
/ chromosome="3" 
/clone="apgl " 

/clone_lib="lambda gtll Arabidopsis thaliana Columbia 
ecotype cDNA" 
/ecotype= "Columbia" 
1. .1017 
/gene="apgl" 
1. .1017 
/gene="apgl" 
/codon_start=l 
/product="APGl" 
/protein_id="BAB62076.1" 
/db xref="GI: 15005009" 
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/ translation="MASLMLNGAITFPKGLGSPGSNLHAKSIPRPTLLSVTRTSTPRL 

SVATKCSSSSVSSSRPSAQPRFIQHKKEAYWFYRFLSIVYDHVINPGHWTEDMRDDAL 

EPADLSHPDMRWDVGGGTGFTTLGIVKTVKAKNVTILDQSPHQLAKAKQKEPLKECK 

IVEGDAEDLPFPTDYADRYVSAGSIEYWPDPQRGIREAYRVLKIGGKACLIGPVYPTF 

WLSRFFSDVWMLFPKEEEYIEWFKNAGFKDVQLKRIGPKWYRGVRRHGLIMGCSVTGV 

KPASGDSPLQLGPKEEDVEKPVNNPFSFLGRFLLGTLAAAWFVLIPIYMWIKDQIVPK 
DQPI" 

ORIGIN 

Query Match 100.0%; Score 1017; DB 4; Length 1017; 

Best Local Similarity 100.0%; Pred. No. 1.8e-291; 

Matches 1017; Conservative 0; Mismatches 0; Indels 0; 



Qy 1 ATGGCCTCTTTGATGCTCAACGGGGCCATTACCTTCCCCAAAGGTTTAGGTTCCCCTGGT 60 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 1 ATGGCCTCTTTGATGCTCAACGGGGCCATTACCTTCCCCAAAGGTTTAGGTTCCCCTGGT 60 

Qy 61 TCCAATTTGCATGCCAAATCGATTCCTCGGCCGACCTTACTCTCAGTTACCCGAACCTCC 

120 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 61 TCCAATTTGCATGCCAAATCGATTCCTCGGCCGACCTTACTCTCAGTTACCCGAACCTCC 



Qy 121 ACACCTAGACTCTCGGTGGCTACTAAATGCAGCAGCAGCAGCGTGTCGTCTTCCCGGCCA 

180 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 121 ACACCTAGACTCTCGGTGGCTACTAAATGCAGCAGCAGCAGCGTGTCGTCTTCCCGGCCA 



Qy 181 TCGGCGCAACCTAGGTTCATTCAGCACAAGAAGGAGGCTTACTGGTTCTACAGGTTCTTA 

240 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 181 TCGGCGCAACCTAGGTTCATTCAGCACAAGAAGGAGGCTTACTGGTTCTACAGGTTCTTA 



Qy 2 41 TCCATCGTATACGACCATGTCATCAATCCTGGGCATTGGACCGAGGATATGAGAGACGAC 

300 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 2 41 TCCATCGTATACGACCATGTCATCAATCCTGGGCATTGGACCGAGGATATGAGAGACGAC 



Qy 301 GCTCTTGAGCCAGCGGATCTCAGCCATCCGGACATGCGAGTGGTCGATGTCGGCGGCGGA 

360 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

Db 301 GCTCTTGAGCCAGCGGATCTCAGCCATCCGGACATGCGAGTGGTCGATGTCGGCGGCGGA 
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Qy 361 ACTGGTTTCACTACTCTGGGCATAGTCAAGACAGTGAAGGCCAAGAATGTGACCATTCTG 

420 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 361 ACTGGTTTCACTACTCTGGGCATAGTCAAGACAGTGAAGGCCAAGAATGTGACCATTCTG 

420 



Qy 421 GACCAGTCGCCACATCAGCTGGCCAAAGCAAAGCAAAAGGAGCCGTTGAAAGAATGCAAG 

480 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

Db 421 GACCAGTCGCCACATCAGCTGGCCAAAGCAAAGCAAAAGGAGCCGTTGAAAGAATGCAAG 

480 



Qy 4 81 ATCGTCGAGGGAGATGCTGAGGATCTTCCTTTTCCAACCGATTATGCTGACAGATACGTT 

540 

I I I I I I I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I 

Db 4 81 ATCGTCGAGGGAGATGCTGAGGATCTTCCTTTTCCAACCGATTATGCTGACAGATACGTT 



Qy 541 TCTGCTGGAAGCATTGAGTACTGGCCGGACCCGCAGAGGGGAATAAGGGAAGCGTACAGG 

600 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 541 TCTGCTGGAAGCATTGAGTACTGGCCGGACCCGCAGAGGGGAATAAGGGAAGCGTACAGG 

600 



Qy 601 GTTCTCAAGATCGGTGGCAAAGCGTGTCTCATCGGCCCTGTCTACCCAACCTTCTGGCTC 

660 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 601 GTTCTCAAGATCGGTGGCAAAGCGTGTCTCATCGGCCCTGTCTACCCAACCTTCTGGCTC 

660 



Qy 661 TCTCGCTTCTTTTCTGATGTCTGGATGCTCTTCCCCAAGGAGGAAGAGTACATTGAGTGG 

720 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 661 TCTCGCTTCTTTTCTGATGTCTGGATGCTCTTCCCCAAGGAGGAAGAGTACATTGAGTGG 



Qy 721 TTCAAGAATGCCGGTTTCAAGGACGTTCAGCTCAAGAGGATTGGCCCCAAGTGGTACCGT 

780 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 721 TTCAAGAATGCCGGTTTCAAGGACGTTCAGCTCAAGAGGATTGGCCCCAAGTGGTACCGT 

780 



Qy 7 81 GGTGTTCGCAGGCACGGCCTTATCATGGGATGTTCTGTCACTGGTGTTAAACCTGCCTCC 

840 

I I I I I I I I I I I I I I I I I I I I I I I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 7 81 GGTGTTCGCAGGCACGGCCTTATCATGGGATGTTCTGTCACTGGTGTTAAACCTGCCTCC 

840 



Qy 841 GGTGATTCTCCTCTCCAGCTTGGTCCAAAGGAAGAGGACGTAGAGAAGCCTGTCAACAAC 

900 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

Db 841 GGTGATTCTCCTCTCCAGCTTGGTCCAAAGGAAGAGGACGTAGAGAAGCCTGTCAACAAC 
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Qy 901 CCCTTCTCCTTCTTGGGACGCTTCCTCCTGGGAACTCTAGCAGCTGCCTGGTTTGTGTTA 

960 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 901 CCCTTCTCCTTCTTGGGACGCTTCCTCCTGGGAACTCTAGCAGCTGCCTGGTTTGTGTTA 

960 



961 ATCCCTATCTACATGTGGATCAAGGATCAGATCGTTCCCAAAGACCAACCCATCTGA 1017 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

961 ATCCCTATCTACATGTGGATCAAGGATCAGATCGTTCCCAAAGACCAACCCATCTGA 1017 



/Cathy K. Worley/ 

Primary Examiner, Art Unit 1638 



